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"""aSHORTENED STATUTORY PERIOD FOR REPLY iS SET TO EXPIRE a MONTH(S) PROM 

THE MAILING DATE OF THIS COMMUN'S^Sl'iaeia) In no event, however, may a reply be timely filed 
' eZeTpatent term adjustment. See 37 CFR 1.704(b). 

Status 

I )□ Responsive to communication(s) filed on . 

— , , nMAi 2b)M This action is non-final. 

Disposition of Claims 

4) B| Claim(s) 1 , 4-11 *"d 13-44 is/are pending in the application. 
4a) Of the above claim(s) 3±44 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) E Claim(s) 14-11 and 13-44 is/are rejected! 

7) D Claim(s) is/are objected to. 

8) D ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

90 The specification is objected to by the Examiner. 

, □ The L*» « on _ M« *>□ «*- 0' «□ *~ " » - 6 ^ cfR , ^ 

I I )□ The proposed drawing correction filed on is. a)U aPP^ ve >lj 

If approved, corrected drawings are required in reply to this Office action. 

12)Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

TsD AcKnowiadgman.is orada o, a Cairn .orfaraign priori* undar 35 U.S.C. , ,19,a H d) « (fl. 

a)D All b)Q Some * c)D None of: 

1 □ Certified copies of the priority documents have been received. 

UM Acknowledgment is made of a claim for domest,c priority under 35 U.S.C. § 19(e) ( 

a) □ The transiation of the foreign language provisional a PP hca«on has been receive 1 
ISO Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) Q Other: 



U S Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Offic Acti n Summary 



Part of Paper No. 8 
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DETAILED ACTION 

Claims pending 1,4-1113-16,18-30. 

Applicants have not cancelled the method claims 31-44 . 

The objection to claim 4 and 12 has been wrthdrawn since applicants have amended claim 4 
and canceled claim 12. 

Tie Cairns 16, .8-29 rejection onder 35 USC .12 still stands sinee applied arguments axe ,o, 
convincing. Applicants argne that the claim is read in light of the specifications. 
Applicants definition of an ary. is a aromatic ring money* or po.ycycUc ring. 
App.icants Cairn 1 jns, states it is an ary. or an ary.(a.ky.e„e). It does not say i. car.be 
optionally substituted. 

Thus the claim itself does not have any antecedent basis for the substitution. 
The rejecuonofclahns l,2and 4 (also included is claim 13) still under 
Mirek Julian 1971 45 (2) pages 205-9 still stands. 
The reference discloses 




-j**^C- NHPh 



See RN# 14178-43-9. 

It reads on the compounds when n is 0 R2 is hydrogen and R3 is a phenyl. 

Applicants proviso clearly states when is 0 and R3 is phenyl optionally substituted by methoxy, 

Rl cannot be selected from R5, when R5 is a hydrogen. 

New Grounds of Rejection 
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Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 
The specification shall contain a written ^ e ® cr *P^°^®^ I *^^'^J^^' in^pCTscm^Wlled taAe^rt^^whi^tt 11 ^ 

contemplated by the inventor of carrying out his invention. 
SCOPE OF ENABLEMENT 

Claiml,5,6,8,17are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for Rl and R4 being aryl or alkyl, halogen, does not 
reasonablyprovideenablementfor any heteroaryl, heterocycle aliphatic ring. The specification 
does not enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the invention commensurate in scope with these claims. The 
various groups for Rl and R4 are not enabled and would require an undue amount of 
experimentation to make and use them. 

In re Wands , 858 F. 2d 731,737,8 USPQ2d 1400, 1404 (Fed. Cir. 1988). Ex Parte 

Forman, 230 USPQ 546 (Bd of App. 1986). 

The presence of different groups which may be larger than the compound core itself 
would certainly have an effect on the various functional groups and oxide itself. This would 
require different solvents, protective groups , and steps to make and use them. 

The breadth of the claims is too broad and the predictability in the art is very low, that 
one of average skill in the art would be able to make and use the compounds without any 
UNDUE experimentation. 

The claims are still not allowable. 
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m i^airy concerning .his —cation or earner —cations from the 

^^^^^^^^^^ 

earner can norm* be reached on Monday - Ftiday,9:30 ant to 6:00 pm. 

If attempts to reach .he examiner by telephone are nnsnccessntl, the exammefs 
supOTi sor,A,an Romtancanbereachedon703.30S.4698. ^e fax phone nnmbers for the 

■ ■ a im ™« 7Q22 for After Final communications, 
communications and 703-308- VLi ior ah 

sh0 nld be directed to me receptionist whose telephone nnmber is 703-308-1235. 




R.D. 

February 25, 2003 



